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DETAILED ACTION 

Claim Objections 

1 . Claims 12-13 are objected to under 37 CFR 1 .75(c) as being in improper form 
because a multiple dependent claim cannot serve as the basis for another multiple 
dependent claim. See MPEP § 608.01 (n). Accordingly, the claims 12-13 have not been 
further treated on the merits. 

Claim Rejections - 35 USC § 102 

2. The following is s a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. _ 

3. Claims 1-3, 6/3, 9 and 10 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Silver et al. (5,701,337). 

Regarding claim 1, Silver discloses a wireless communication method (see Fig. 
7), for performing wireless communication between a calling side and a called side, the 
wireless communication method using a wide-area wireless communication system 
capable of wireless calling (paging network 49), and a wireless communication system 
capable of data communication (cellular network 43), the method comprising: a call 
sending step of sending a call to the called side by the calling side (inherent feature of 
receiving incoming call at cellular network, step 81 , col. 6, lines 48-49), a calling step of 
using the wide-area wireless communication system to call receiving means in a 
wireless communication terminal of the called side (transmit mobile paging signal to 
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mobile phone portion, steps 83, 85, 89, 91, col. 6, lines 50-53), a calling detecting step 
of detecting, by the wireless communication terminal, calling from the wide-area 
wireless communication system (pager portion (pager portion receiving paging signal, 
step 93, col. 6, lines 53-57), a calling notifying step of notifying, by the receiving means 
in the wireless communication terminal, wireless communication controlling wireless 
communication means that the receiving means has been called, (pager portion 
activates mobile phone portion, step 95, col. 7, lines 1-8), a connecting step of 
connecting to the wireless communication system by the wireless communication 
means (mobile phone portion registers with cellular network, step 97, col. 7, lines 9-10), 
a communicating step of performing wireless communication between the calling side 
and the called side (cellular phone routing call inherently between calling terminal and 
the called terminal, step 99, col. 7, lines 10-12), and a disconnecting step of 
disconnecting connection to the wide area wireless communication system by at least 
one of the calling side and the called side (turning off mobile phone portion after 
completion of each call, step 101, col. 7, lines 7-12). 

Regarding claim 2, Silver further discloses wherein, in the communication 
step, a speech conversation is performed (routing of call to the mobile portion in the 
normal manner inherently leads to performance of speech conversation, see col. 7, 
lines 10-12). 

Regarding claim 3, Silver discloses a wireless communication system (see 
Figs. 6-7), capable of data communication, comprising: a calling terminal for a calling 
side to perform communication (incoming call received at cellular network is made by 
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calling terminal, step 81), a network to which the calling terminal is connected (cellular 
network 43), a wireless communication base station (inherent in cellular network, 43), 
and a wide area wireless communication base station which are connected to the 
network (inherent in paging network, 49), and a wireless communication terminal for a 
called side to perform communication (combined mobile phone/pager 1), wherein the 
wireless communication terminal simultaneously comprises receiving means for 
receiving a call from the wide-area wireless communication base station (feature of 
receipt of paging signal 51, col. 6, lines 34-36), and communication means for 
performing data communication with the wireless communication base station (call 
being routed to terminal 1 from cellular network). 

Regarding claim 6/3, Silver further discloses wherein, the inherent wide area 
wireless base station is a pager base station (inherent in pager network 49) and the 
wireless terminal includes receiving means corresponding to the pager base station 
(pager portion of terminal 1 receiving page signal 51), and the wireless communication 
system is a wireless telephone system using a cellular phone or a PHS (see cellular 
network 43). 

Regarding claim 9, Silver discloses a wireless communication terminal (1), 
capable of communicating with both a wide area wireless communication system 
capable of wireless calling (paging network 49), and a wireless communication system 
capable of data communication (cellular network 43), the wireless communication 
terminal comprising: receiving means for receiving a wireless call in the wide area 
wireless communication system (page 510, calling information recognizing means for 
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recognizing information concerning a calling side and calling details, the information 
being included in the wireless call (see col. 6, line 61 to col. 7, line 8), and wireless 
communication means for performing wireless communication in the wireless 
communication system when the calling information recognizing means requests 
wireless communication to start (see col. 7, lines 1-16). 

Regarding claim 10, Silver further discloses wireless communication means 
activating means (pager portion activates mobile phone portion, see col. 7, lines 1-10), 
in a configuration in which the wireless communication means in the wireless 
communication terminal is normally in an inactivated state when the calling information 
requests wireless communication to start, the wireless communication means activating 
means changes the wireless communication means to be activated (see col. 7, lines 1- 
16). 

4. Claims 7 and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Fujimori et al. (6,327,475). 

Regarding claim 7, Fujimori discloses a wide-area wireless communication base 
station for a wide area wireless communication system (see Fig. 6) in which a calling 
side is capable of calling a called side, the base station comprising a plurality of means: 
network connecting means for connecting to a network which is not for the wide area 
wireless communication (see connection to telephone line), calling-request receiving 
means for receiving a calling request using an identification number on the network for a 
wireless terminal of the called side (receiving section 1 1 receives telephone numbers 
and a message, col. 7, lines 43-46), intersystem identification number converting means 
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for converting an identification number on the network to an identification number in the 
wide area wireless communication system (conversion section converts the telephone 
number into paging signal, col. 7, lines 46-52), and a calling means for calling the 
wireless communication terminal by using an identification number in the wide area 
wireless communication system, transmission of paging signal and the message by 
radio, see col. 7, lines 50-52, col. 8, lines 1 1-35). 

Regarding claim 8, Fujimori further discloses wherein the wide area 
communication system is a pager system (paging system, col. 8, lines 21-42). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 4, 6/4 and 11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Silver et al as applied to claims above, and further in view of Tran (6,496,693). 

Regarding claims 4 and 1 1 , Silver further discloses as illustrated in Fig. 1 , audio 
input/output means for outputting the audio obtained by conversion and inputting of 
audio (see microphone/speaker which is standard to mobile phone/pager 1), but fails 
to explicitly teach audio and/or audio/data conversion means for performing mutual 
conversion between audio information and data information. 
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In an analogous field of endeavor, Tran discloses a method for transmitting 
data and/or audio messages through transforming a voice message into a text message 
and using speech recognition (see col. 1, line 55 to col. 2, line 2, col. 4, lines 20-41). 

It would therefore have been obvious to one of ordinary skill in the art to 
incorporate Tran's text to speech and speech to text technology into Silver's mobile 
phone /pager terminal in order to facilitate the capability of receiving messages in 
different formats such as text or voice. 

Regarding claim 6/4, Silver further discloses wherein, the inherent wide area 
wireless base station is a pager base station (inherent in pager network 49) and the 
wireless terminal includes receiving means corresponding to the pager base station 
(pager portion of terminal 1 receiving page signal 51 ), and the wireless communication 
system is a wireless telephone system using a cellular phone or a PHS (see cellular 
network 43). 

7. Claim 5/3 and 5/4 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Silver et al. as applied to claim 3 and 4 above, and further in view of Blink et al. 
(6,542,751). 

Regarding claim 5, Silver further discloses wherein the wide area wireless 
communication base station is a pager base station (inherent in paging network 49) and 
the wireless terminal includes receiving means corresponding to the pager base station 
(page 51 reception capability), but fails to specifically disclose that the wireless 
communication system is a wireless LAN, WAN, PAN, or ITS system. 
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Blink discloses a multi-mode paging system that can selectively page an 
individual through a plurality of paging mechanisms (see col. 1 , line 54 to col. 2, line 3). 
According to Blink, the processor-based paging unit can be used in a Local Area 
Network (LAN), wide area pager (see Fig. 1, col. 2, line 46 to col. 3, line 8). 

It would therefore have been obvious to one of ordinary skill in the art to use 
Silver's combined mobile phone/pager as a multi-mode terminal capable of 
communicating in different systems such as a LAN in order to provide greater flexibility 
and roaming capabilities as taught by Blink. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Levanto et al. (5,175,758) discloses a cellular telephone system 
integrated with a paging network. 

Reding et al. (6,188,907) discloses an apparatus for implementing a telephone 
communication system incorporating pager features. 

Gaulke et al. (5,802,470) discloses a system for call completion using a paging 
network. 

Miyazaki et al. (5,867,779) discloses a paging terminal capable of being use in a mobile 
data communication system. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charles N. Appiah whose telephone number is 571 272- 
7904. The examiner can normally be reached on M-F 7:30AM-5:O0PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marsha Banks-Harold can be reached on 571 272-7905. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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